
/^s'^^A United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patcat and Trademark OfTice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Vtigmia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



RLING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



09/820,428 



20350 



03/28/2001 



J. P. Leon 



06969021220 



5668 



7590 



1 1/05/2004 



EXAMINER 



TOWNSEND AND TOWNSEND AND CREW, LLP 
TWO EMBARCADERO CENTER 
EIGHTH FLOOR 

SAN FRANCISCO, CA 94111-3834 



FADOK, MARK A 



ART UNIT 



PAPER NUMBER 



3625 

DATE MAILED: 1 1/05/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



f 

Application No. I Applicant(s) 

09/820,428 LEON. J. P. 

Examiner Art Unit I 

IVIark Fadok 3625 

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

' - If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 26 August 2004 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 7-32 is/are pending in the application. 

4a) Of the above claim(s) 4,5.8-20 and 23-32 is/are withdrawn from consideration. 

5) \3 Claim(s) is/are allowed. 

6) KI Claim(s) 1-3,6.7,21 and 22 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)IEI The drawing{s) filed on 28 March 2001 is/are: a)IEI accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C, § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-(d) or (f), 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCX Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Attachment(s) 

1 ) K Notice of References Cited (PTO-892) 4) □ Inten^ew Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date, . 

3) 13 Infomriation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 12/01.6/02.11/03 . 6) □ Other: . 



U.S. Patent and Trademarit Office 
PTOL-326 (Rev, 1-04) 
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DETAILED ACTION 
Election/Restrictions 

The examiner Is receipt of applicant's response to restriction requirement mailed, 
June 2, 2004, which was received Aug 30, 2004. Acknowledgement is made to the 
eliection of Group lA containing claims 1 ,2,3,6 and 7 without traverse and the addition of 
claims 21-32. 

Election/Restrictions 

Newly submitted claims 25,27 and 28-32 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 
claims 25 and 27 containing divergent subject. 

Inventions Group lA and newly added claims 28-32 are related as process and 
apparatus for its practice. The inventions are distinct if it can be shown that either: (1 ) 
the process as claimed can be practiced by another materially different apparatus or by 
hand, or (2) the apparatus as claimed can be used to practice another and materially 
different process. (MPEP § 806.05(e)). In this case claim 1 can be done by hand. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 23-32 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1,2,3,6,7 and 21 are rejected under 35 U.S.C. 101 because the 

claimed invention is directed to non-statutory subject matter. These claims are not 

within the technological arts. 

The subject claims may be done by hand and therefore do not require the use of 

a computer to accomplish the method. Please note that the technology must be 

presented in the body of the claim and not presented only in the preamble. 

The claimed invention must utilize technology in a non-trivial manner (Ex parte 
Bowman, 61 USPQ2d, 1665,1671 (Bd, Pat App. & Inter 2001)). Although Bowman is 
not precedential, it has been cited for its analysis. 

Examiner's Note 

Examiner has cited particular columns and line numbers or figures in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
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of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim1-3, 7,21 and 22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Gilmer in view of Official Notice. 

In regards to claims 1-3,6,7, 21 and 22, Gilmer teaches tiers of subscription 
services and the need to send and receive hardware required to obtain the additional 
programming. In addition, it is widely known that a cable company will offer different 
selections and determine whether or not the customer has the required hardware. This 
is done before changing the subscription requirements in order that a determination can 
be made if additional hardware is needed. It is also well known that the cable company 
will request that the person return and hardware owned by the cable company that is 
not in use (See entire article). Gilmer, furthermore, does not specifically mention that the 
operations that are notoriously known in the instant claims are accomplished on a 
computer network. It would have been obvious to one having ordinary skill in the art to 
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accomplish the steps of the instant claims on the Intemet, because it has been held that 
broadly providing a mechanical or automatic means to replace a manual activity which 
has accomplished the same result Involves only routine skill in the art. In re Venner, 120 
USPQ 192. 

As mentioned above it was old and well known in the art to determine if hardware 
Is no longer needed, and further it was old and well known in the art to send an RMA to 
a customer to authorize return of an item. It would have been obvious to a person of 
ordinary skill in the art at the time of the invention to include sending an RMA, because 
this would document and identify the returned hardware to the receiver and preclude 
additional expenditures, trying to determine the reason for the return item. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Fadok whose telephone number is (703) 605- 
4252. The examiner can normally be reached Monday thru Thursday 8:00 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (703) 308-1344. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is (703) 
308-1113. 

Any response to this action should be mailed to: 
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Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 

(703) 872-9306 [Official communications; including 
After Final communications labeled 
"Box AF"] 

(703) 746-7206 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, 7"^ floor receptionist. 




, . . c . . SUreWflSOflY WTEMT EXAMINER 

Mark Fadok TECHNOLOGY CENTER 3600 

Patent Examiner 
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